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DETAILED ACTION 
Claim Rejections - 35 USC § 102 

The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1, 3-9, 11-17, 19-30, 32-33, and 35-36 are rejected under 35 
U.S.C. 102(b) as anticipated by or, in the alternative, under 35 U.S.C. 103(a) as obvious 
over Garrett of record. 

The disclosure of Garrett is discussed in the previous office actions. The 
difference between the claimed invention and the disclosure of Garrett is in the reaction 
conditions at which the claimed product is obtained. However, even though product-by- 
process claims are limited by and defined by the process, determination of patentability 
is based on the product itself. The patentability of a product does not depend on its 
method of production. If the product in the product-by-process claim is the same as or 
obvious from a product of the prior art, the claim is unpatentable even though the prior 
product was made by a different process." In re Thorpe, 777 F.2d 695, 698, 227 USPQ 
964, 966 (Fed. Cir. 1985). In the instant case, since the claimed product is obtained by 
substantially the same process, it is reasonable believed that the claimed product 
exhibits the same or similar properties as the claimed product. The burden is shifted to 
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the applicants to provide clear factual evidence to the contrary. Furthermore, the 
claimed process claims as a process step "neutralizing to pH of 5.5-6.6". While the 
reference discloses neutralization to about pH of 7 which clearly envisage the claimed 
limitation of 6.6. This position is further supported by the way the pH value is measured 
by applicants. I.e., with exactitude of 0.5 (as per arguments of 1-20-2005). 

In the alternative, the claimed range would have been obvious from the disclosed 
"about 7", since it has been long established by the court that In the case where the 
claimed ranges "overlap or lie inside ranges disclosed by the prior art" a prima facie 
case of obviousness exists. In re Wertheim, 541 F.2d 257, 191 USPQ 90 (CCPA 1976); 
In re Woodruff, 919 F.2d 1575, 16 USPQ2d 1934 (Fed. Cir. 1990) (The prior art taught 
carbon monoxide concentrations of "about 1-5%" while the claim was limited to "more 
than 5%." The court held that "about 1-5%" allowed for concentrations slightly above 5% 
thus the ranges overlapped,); In re Geisler, 116 F.3d 1465, 1469-71, 43 USPQ2d 1362, 
1365-66 (Fed. Cir. 1997). Similarly, a prima facie case of obviousness exists where the 
claimed ranges and prior art ranges do not overlap but are close enough that one skilled 
in the art would have expected them to have the same properties. Titanium Metals 
Corp. of America v. Banner, 778 F.2d 775, 227 USPQ 773 (Fed. Cir 1985). 

Thus, the invention as claimed is considered unpatentable over the Garrett 
reference, and, even if, arguendo, the claimed product is not anticipated by the prior art, 
it would have been obvious from the disclosure of the prior art in the absence of clear 
evidence of unexpected results. (See discussion below). 

Claim Rejections - 35 USC § 103 
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Claims 2, 10, 18, 31 ,34, and 37 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Garrett. 

The disclosure of Garrett is discussed in details in the previous office actions. 
While the reference does not expressly disclose reaction temperatures before 
neutralization below about 62 or 60 C, the reference expressly discloses 65 C reaction 
temperature, thus making slightly lower temperatures obvious for an ordinary chemist 
as one of the routinely optimized parameter of any chemical reaction. In addition, it is 
well established by the court that generally, differences in concentration or temperature 
will not support the patentability of subject matter encompassed by the prior art unless 
there is evidence indicating such concentration or temperature is critical. "[Wjhere the 
general conditions of a claim are disclosed in the prior art, it is not inventive to discover 
the optimum or workable ranges by routine experimentation." In re Aller, 220 F.2d 454, 
456, 1 05 USPQ 233, 235 (CCPA 1 955) 

Furthermore, the claim limitation of "about" allows for some amounts above the 
claimed range so long as the changes in the process are merely colorable. Use of 
"about" is warning that exactitude is not claimed but rather a contemplated variation. 
Kolene Corp. v. Motor City Metal Treating, Inc. (DC EMich) 163 USPQ 214. 

Moreover, a prima facie case of obviousness exists where the claimed ranges 
and prior art ranges do not overlap but are close enough that one skilled in the art would 
have expected them to have the same properties. Titanium Metals Corp. of America v. 
Banner, 778 F.2d 775, 227 USPQ 773 (Fed. Cir. 1985). 
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Thus, the claimed limitation would have been clearly obvious from the disclosure 
of the reference absent showing unexpected results that can be clearly attributed to the 
claimed temperature. 

Response to Arguments 

Applicant's arguments filed on 6-30 and 1-20-2005 have been fully considered 
but they are not persuasive. The applicants argue that the claimed step of neutralization 
to pH values of 5.5-6.5 is critical to for providing the claimed reactive phenol resole 
resin, and rely, in their arguments on the results presented in the remarks of 1-20-2005. 
The arguments are not persuasive for several reasons. First of all, objective evidence 
which must be factually supported by an appropriate affidavit or declaration to be of 
probative value includes evidence of unexpected results. See, for example, In re De 
Blauwe, 736 F.2d 699, 705, 222 USPQ 191, 196 (Fed. Cir. 1984) . The arguments of 
counsel cannot take the place of evidence in the record. In re Schuize, 346 F.2d 600, 
602, 145 USPQ 716, 718 (CCPA 1965). Examples of attorney statements which are 
not evidence and which must be supported by an appropriate affidavit or declaration 
include statements regarding unexpected results, commercial success, solution of a 
long-felt need, inoperability of the prior art, invention before the date of the reference, 
and allegations that the author(s) of the prior art derived the disclosed subject matter 
from the applicant. 

Moreover, even, arguendo, if the results presented in the arguments were 
considered to be of a proper evidentiary format. The results themselves are not 
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considered convincing evidence of unexpected result. The applicants did not recognize 
the importance of the claimed pH range for the reactivity of the resins at the time the 
application was filed and stated in the specification that pH levels of less than 7 are 
acceptable for the invention. But more importantly, the presented results fail to 
establish the criticality of the claimed range pH6.6 and below) as compared, for 
example with pH6.7, since the measurements of pH are done (as per statement on top 
of page 1 1 of the arguments filed on 1-20-2005) with exactitude of +/- 0.5. Thus, it is 
not apparent how the results obtained for pH 6.6 and 6.7 can be compared or be 
probative of unexpected results, when, in fact, what is reported as pH 6.6 can, in fact, 
be pH 7.1. 

The arguments, thus, are not persuasive. 

Conclusion 

Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a), 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
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the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Irina S. Zemel whose telephone number is (571 )272- 
0577. The examiner can normally be reached on Monday-Friday 9-5. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, James Seidleck can be reached on (571)272-1078. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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In the case where the claimed ranges "overlap or lie inside ranges disclosed by 
the prior art" a prima facie case of obviousness exists. In re Wertheim, 541 F.2d 257, 
191 USPQ 90 (CCPA 1976); In re Woodruff, 919 F.2d 1575, 16 USPQ2d 1934 (Fed. 
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Cir. 1990) (The prior art taught carbon monoxide concentrations of "about 1-5%" while 
the claim was limited to "more than 5%." The court held that "about 1-5%" allowed for 
concentrations slightly above 5% thus the ranges overlapped.); In re Geisler, 116 F.3d 
1465, 1469-71, 43 USPQ2d 1362, 1365-66 (Fed. Cir. 1997) (Claim reciting thickness of 
a protective layer as falling within a range of "50 to 100 Angstroms" considered prima 
facie obvious in view of prior art reference teaching that "for suitable protection, the 
thickness of the protective layer should be not less than about 10 nm [i.e., 100 
Angstroms]." The court stated that "by stating that 'suitable protection' is provided if the 
protective layer is *about' 100 Angstroms thick, [the prior art reference] directly teaches 
the use of a thickness within [applicant's] claimed range."). Similarly, a prima facie case 
of obviousness exists where the claimed ranges and prior art ranges do not overlap but 
are close enough that one skilled in the art would have expected them to have the same 
properties. Titanium Metals Corp. of America v. Banner, 778 F.2d 775, 227 USPQ 773 
(Fed. Cir. 1985) (Court held as proper a rejection of a claim directed to an alloy of 
"having 0.8% nickel, 0.3% molybdenum, up to 0.1% iron, balance titanium" as obvious 
over a reference disclosing alloys of 0.75% nickel, 0.25% molybdenum, balance 
titanium and 0.94% nickel, 0.31% molybdenum, balance titanium.). 




